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The opinion in support of the decision being entered
today (1) was not witten for publication in a | aw
journal and (2) is not binding precedent of the Board.
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Bef ore CALVERT, PATE and HANLON, Adm nistrative Patent Judges.

PATE, Adm nistrative Patent Judge.

DECI S| ON ON APPEAL

This is an appeal fromthe final rejection of clains 20

and 21. These are the only clains remaining in the

appl i cation.

The clainmed invention is directed to an over-t he-

guidewire catheter. The novel feature of the catheter is a

-1-



Appeal No. 1998-2051
Appl i cation 08/ 426, 814

slit in the catheter wall by which the catheter can be peel ed
over a guidewire that remains in place in a patient's
vascul at ure.

A further understanding of the clained invention can be
garnered by referring to the appeal ed clains appended to
appel lant's bri ef.

The U. S. Patent form ng the basis of the examner's
doubl e patenting rejection is:

Kr amer 5, 135, 535 August 4, 1992

The reference relied upon by the exam ner as evi dence of
anticipation wwth respect to claim?2l is:

Ner acher 5, 135, 482 August 4, 1992

THE REJECTI ONS

Claim 20 stands rejected under the judicially created
doctrine of double patenting over claim1l of U S. Patent
No. 5,135,535, The exam ner states that claim20, if allowed,
woul d inproperly extend "the right to exclude" already granted
in the patent.

Claim21 stands rejected under 35 U.S.C. § 102(e) as
antici pated by Neracher. According to the exam ner, Neracher
di scl oses an adapter for nounting on the proximal end of an
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i ntravascul ar catheter. The catheter has an inner inflation
[umen 19 and an inner guidewire receiving |unen 18. The
exam ner refers to port 20 as a neans in the wall of the

adapt er body

which permts the guidewire to exit laterally fromthe adapter
body.
OPI NI ON

We have carefully reviewed the rejections on appeal in
light of the argunents of the appellant and the exam ner. As
aresult of this review we have reached the determ nation that
claim 20 presents an inperm ssible tinmew se extension of the
right to exclude with respect to appellant's prior patent.
Accordingly, the rejection of claim20 is affirmed. Wth
respect to the rejection of claim?2l1, it is our determ nation
t hat Neracher does not anticipate this claim Therefore the
rejection of claim?21 is reversed. Qur reasons foll ow.

Turning to a consideration of the rejection of claim 20,
appel l ant argues that the examner's rejection is "a non-
obvi ousness-type doubl e patenting rejection.” The appell ant
argues that such a rejection is inproper and shoul d be
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w thdrawmn. W disagree with the position of the appellant on
two separate grounds. First of all, the exam ner's statenent
of the rejection does not refer to a non-obvi ousness-type

doubl e patenting rejection. Wile the exam ner does refer to

In re Schneller, 397 F.2d 350, 158 USPQ 210 (CCPA 1968) in his

remar ks, the exam ner certainly does not refer to this ground
in the statenent of the rejection. Having analyzed claim20
with respect to claiml in appellant's prior patent, it is our
conclusion that a double patenting rejection of the

obvi ousness-type is proper in this instance. The generic
invention of claim20 is anticipated by the species of the

patented invention. Cf. Titanium Metals Corp. v. Banner, 778

F.2d 775, 227 USPQ 773 (Fed. Cr. 1985), (holding that an
earlier species disclosure in the prior art defeats any
generic clainm. The Federal Crcuit's predecessor court has
hel d that without a term nal disclainmer, the species clains

precl ude i ssuance of the generic invention. |In re Van Ornum

686 F.2d 937, 944, 214 USPQ 761, 767. See In re Goodman, 11

F.3d 1046, 1053, 29 USPQ2d 2010, 2016 (Fed. Gr
1993) ("without a term nal disclainer, the species claim

precl udes issuance of the generic application"). Accord, El
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Lilly & Co. v. Barr lLabs., Inc., F.3d __, 55 USPQ2d 1609,

1619 (Fed. Cir 2000).
Secondl y, appellant includes an argunent that anmounts to

the argunent that In re Schneller is no |onger "good" law. In

re Schneller, 397 F.2d 350, 355, 158 USPQ 210, 215 (CCPA

1968), dealt with a special fact situation of obviousness-type
doubl e patenting which is relevant to the instant appeal. The
PTO had applied the term "non-'obvi ousness-type' "(as opposed
to "obvi ousness-type") double patenting to the factual
situation in Schneller in the past, MPEP § 804 (6th edition.
Jan. 1995),
pages 800-15, 16, but does not now use this |abel, MPEP § 804
(7th ed. Jul. 1998), pages 800-21 through 800-23. In our view
Schneller is sinply an obvi ousness-type doubl e patenting case
with special facts. The examner's Schneller-type double
patenting rejection is thus properly considered as part of the
obvi ousness-type doubl e patenting anal ysis.

Al t hough appel | ant cites obvi ousness-type doubl e

patenting cases |later than Schneller such as In re Vogel, 422

F.2d 438, 441-42, 164 USPQ 619, 621-22 (CCPA 1970), to stand
for the proposition that Schneller-type double patenting is no
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| onger a viable doctrine, appellant fails to cite such cases

as In re Van Onum 686 F.2d at 944, 214 USPQ at 767, which

treat the Schneller decision with approval. The non-
obvi ousness type doubl e patenting | anguage that seens to be a
probl em for appellant, probably arose in Schneller at 353-54,
158 USPQ at 214:
This is not a case of an inprovenent or

nodi fication invented after filing. Hence it is not

t he usual "obvi ousness-type" doubl e patenting case.

hbither is it a "same invention type" double

pat enting case
This may be where the PTO got the term nol ogy "non-
obvi ousness-type doubl e patenting." However, the court in
Schnel | er enphasi zed that Schneller was sinply a case where
there was no justification for the timew se extension of the
right to exclude past the expiration date of the previously
granted patent. Such an inperm ssible extension would prevail
in the instant case were we not to affirmthe exam ner's
rejection.

Wth respect to claim?21 we note the |imtation therein:
"the wall being adapted to forma slit fromsaid proxim
opening to said distal opening to allow a guidewire to exit

laterally fromthe inner guidew re receiving |lunmen through the
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slit in the adapted wall." When questioned at oral hearing,
appellant's attorney stated that "being adapted” neant that
the wall of the catheter is nodified in some manner to forma
slit. Wth this definitionin mnd, it is our finding that
Ner acher does not have a wall that is nodified in some manner
to forma slit. Neracher nerely shows a port 20 in the side
of the adapter. A single port cannot be considered a slit.
Furthernore, as to the examner's theory that the "adapted to"
| anguage is so broad that a reference showi ng no nodification
at all of the catheter wall, and which could be cut with a
tool to forma slit, can be considered as "adapted to forma
slit", this theory is nmerely an adm ssion that Neracher does
not have such a slit formng structure and does not anticipate
appel l ants cl ai med subject matter. Appellant's clained
subject matter including a wall being adapted to forma slit,
whi ch we have construed as a wall nodified in some manner to
forma slit, while broad, is not so broad as to read on a wall
showi ng no nodification at all. The rejection of claim?2l is
reversed

No tinme period for taking any subsequent action in
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connection with this appeal nmay be extended under 37 CFR

§ 1.136(a).
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